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DETAILED ACTION 

1 . Claims 17-22 have been examined. Application 09/209,454 (method of selling 
CONTACT LENS) has a filing date 12/1 1/1998 and foreign priority date 12/12/1997. 

Response to Amendment 

2. In response to Office Action dated 04/21/04, the Applicant amended claim 17. 
Applicant's1><amendment overcame the 101 and 112 rejections. 

Claim Rejections - 35 (JSC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 17, 19 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pauly et al (U.S. 4,958,280) in view of Fay (U.S. 5,983,201) and further in view of 
Eberhardt (U.S. 5,659,741). 

As per claim 17, Pauly et al teach: 

A method of selling prescription contact lenses said method comprise: 
transferring contact lens customer identification, address, and diagnostic data 
pertaining to a respective contact lens customer from a plurality of second group 
information processing apparatus located at respective facilities of contact lens 
presenters, the plurality of second group information processing apparatus being 



Application/Control Number: 09/209,454 Page 3 

Art Unit: 3622 

connected through a communication network to a first group information processing 
apparatus located at a facility of a contact lens seller, to the first group information 
processing apparatus through the communication network (see column 2, line 35 - 
column 3, line 5; column 3, line 36 - column 4, line 38; column 5, lines 4-18; column 6, 
lines 11-33); 

assigning a registration number to the customer and storing the registration 
number assigned in relationship with the customer identification and diagnostic data 
transferred to the contact lens seller (see column 6, lines 39-45); 

Fay teaches: 

providing the registration number assigned and selling agent data for a selling 
agent closest in geographical relation to the customer based on the customer address 
data, from the contact lens provider to the customer, through the communication 
network (see column 5, line 55 - column 6, line 54); 

delivering a contact lens from the selling agent to the customer (see column 6, 
lines 35-54); 

transferring delivery data from the selling agent to the contact lens provider 
through the communication network (see column 6, lines 48-54). 

Although the Fay system relates to the selection of eyeglass frames and not to 
contact lenses, it can be used to view, select, and purchase other related products (see 
column 9, lines 4-8). Therefore, it would have been obvious to a person of ordinary skill 
in the art at the time the application was made, to know that Pauly system would deliver 
the purchase product, in this case contact lenses, to a selling agent that would take care 
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of delivering the product to the custonner, as taught by Fay. Therefore, if the selling 
agent is an optical retail store (see Fay column 6, lines 35-40), the customer would go 
to that store to pick up the product and this way he/she would save the shipping and 
handling charges. 

Pauly fails to teach: 

writing, through both the first group information processing apparatus and the 
plurality of second group information processing apparatus, on respective portable 
recording media for each contact lens customer, data, including the corresponding 
registration number, and issuing the corresponding portable recording medium to the 
respective customer, so the contact lens customer can select any contact lens 
prescriber, and change between any contact lens prescriber, having access to one of 
the second group information processing apparatus and the communication network 
without changing the contact lens seller; determining an exchange time for exchanging 
the contact lens, based upon date of issuance of the contact lens and characteristics of 
the contact lens, by the first group information processing apparatus of the contact lens 
seller, using data recorded on the portable receding medium of the corresponding 
contact lens customer to whom a contact lens has been issued by the contact lens 
seller through the selling agent; and notifying a contact lens customer to whom a 
contact lens was issued of the exchange time. However, Eberhardt teaches a portable 
recording media that stores patient's medical data, such as prescription information, 
expiration date, date of purchase, refills and prescription's date of completion (see 
column 3, lines 39-67; column 4, lines 50-53; column 14, lines 13-36). Therefore, it 
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would have been obvious to a person of ordinary skill in the art at the time the 
application was made, to know that Pauly would use a portable recording media, as 
taught by Eberhardt, to store contact lenses' prescription data. A contact lens customer 
would present the portable recording media to any contact lens prescriber, that would 
read the portable recording media and obtain an accurate information about the 
customer history of lens usage, even when the customer is very ill, unconscious, unable 
to speak or ignorant about his or her medical history. 
As per claim 19, Pauly does not expressly teach: 

The method of Claim 17, including offering new contact lenses to the contact lens 
customer in exchange for old contact lenses at irregular times, upon any of loss of 
transparency of the contact lenses, breakage of the contact lenses, and scratching or 
soiling of the contact lenses, and a monthly payment by the contact lens customer. 
However, it would have been obvious to a person of ordinary skill in the art at the time 
the application was made, to know that even thoughl^ a patient would have a set up 
wear schedule where it would receive new contact lenses according to a set up time, as 
taught by Pauly (see column 7, lines 10-21), if for whatever reason the patient breaks a 
contact lens or scratches it, even though he/she is not scheduled to receive new contact 
lenses, he/she may choose to get them out of schedule because out of convenience, 
his or her preference and/or the better quality of vision provided by the contacts. 

As per claim 21, Pauly teaches: 

The method of claim 19, including contracting for a one year term with the 
respective contact lens customer for supplying long-term-use contact lenses in 
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exchange for the old contact lenses and the monthly payment (see column 7, lines 9- 
48). 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pauly et 
al (U.S. 4,958,280) in view of Fay (U.S. 5,983,201) and further in view of Eberhardt 
(U.S. 5,659,741) and Dawson, Jr. et al (U.S. 5,623,242). 

As per claim 18, Pauly teaches: 

The method of Claim 17, but does not expressly teach including delivering 
notification of an approaching deadline to replace the contact lens from the contact lens 
seller to the contact lens customer through the communication network. Dawson 
teaches a system where patient prescription information is entered and stored in a 
database and a remainder signal is generated and transmitted to a patient in response 
to the stored infornration (see column 2, lines 10-25). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the application was made, to 
know that Pauly would store a patient's prescription wear schedule in a database and 
would send a remainder message to the patient that would indicate that the time to 
replace the contact lenses is due. This feature would help patients have a new supply of 
contact lenses on hand. 

Claims 20 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pauly et al (U.S. 4,958,280) in view of Fay (U.S. 5,983,201) and further in view of 
the article Cashing in on quicker deliverv times and Eberhardt (U.S. 5,659,741). 

As per claim 20, Pauly fails to teach the method of Claim 17, including 
periodically offering for sale contact lens care articles by the contact lens seller to the 
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customer through the communication network. However, the article Cashing in on 
quicker delivery times teaches about a system where the contact lens provider offers to 
its customers 99.99 percent on-time delivery of its product when using the contact lens 
provider ordering network and offers customers the option of ordering product direct 
from local distributors (see paragraphs 3-7). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the application was made, to know that 
Pauly's customers would use the contact lens provider network system to order contact 
lens products and would receive products updates periodically, as taught by the article. 
This feature would give customers a reliable venue to obtain the products related to 
their contact lens care. 

As per claim 22, Pauly fails to teach: 

The method of claim 20, including periodically offering for sale the contact lens 
care articles based upon a consumption period of the contact lens care articles and date 
of most recent sale of the contact lens care articles to the respective contact lens 
customer transmitted form the first group information processing apparatus. Pauly 
teaches a system that changes the wear schedule and shipment of the contact lenses 
deliver to customers (see column 7, lines 9-11). And as explained in claim 20, it would 
have been obvious to a person of ordinary skill in the art at the time the application \Nas 
made, to know that Paul/s customers would use the contact lens provider network 
system to order contact lens products and would be able to change the wear schedule 
and shipment schedule, as taught by Pauly. This feature would give customers a 
reliable venue to obtain the products related to their contact lens care. 
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Response to Arguments 

4. Applicant's arguments filed 07/16/04 have been fully considered but they are not 
persuasive. Applicant argues that an important feature in Pauly is an avoidance of 
disruption of patient-physician relationship and that the object of the invention is directly 
opposite that objective. The Applicant also argues that by supplying the portable 
recording medium, the contact lens customer can change prescribers easily, while 
maintaining a relationship with a nearby contact lens dispenser. The Examiner answers 
that Pauly would use a portable recording media, as taught by Eberhardt, to store 
contact lenses' prescription data. A contact lens customer would present the portable 
recording media to any contact lens prescriber, that would read the portable recording 
media to obtain an accurate information about the customer history of lens usage, even 
when the customer is very ill, unconscious, unable to speak or ignorant about his or her 
medical history. Claim 17 recites that the customer has the option to select any contact 
lens prescriber without changing the contact lens seller. Pauly and Eberhardt also give 
a customer the option to select any contact lens prescriber without changing the contact 
lens seller. Also, the Applicant is arguing about feature that are not in the claims when 
he argues that the object of his invention is directly opposite to an avoidance of 
dismption of patient-physician relationship. Nowhere in claim 17 or in the specification is 
mentioned that the purpose of the Invention is to disrupt the patient-physician 
relationship. 

The Applicant argues that since the use of contact lenses does not modify a 
person's appearance, there would be no reason to consult images with regard to 
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different contact lenses to determine which lenses to select, as taught by Fay. 
Therefore, the Applicant argues that there is no teaching in Fay that would recommend 
it to one of skill in the art for modifying what is described in Pauly. 

The Examiner answers that the prior art Fay was brought to teach the features 
of: "providing the registration number assigned and selling agent data for a selling agent 
closest in geographical relation to the customer based on the customer address data, 
from the contact lens provider to the customer, through the communication network (see 
column 5, line 55 - column 6, line 54); delivering a contact lens from the selling agent to 
the customer (see column 6, lines 35-54) and transferring delivery data from the selling 
agent to the contact lens provider through the communication network (see column 6, 
lines 48-54)". Although the Fay system relates to the selection of eyeglass frames and 
not to contact lenses, it can be used to view, select, and purchase other related 
products (see column 9, lines 4-8). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that Pauly system 
would deliver the purchase product, in this case contact lenses, to a selling agent that 
would take care of delivering the product to the customer, as taught by Fay. Therefore, 
if the selling agent is an optical retail store (see Fay column 6, lines 35-40), the 
customer would go to that store to pick up the product and this way he/she would save 
the shipping and handling charges. The Fay reference teaches the selection of a 
customer to deliver a product near the customer geographic location. The fact that the 
Fay reference sells items related to personal appearance, does not get away from the 
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fact that the customer can select the product and be delivered to the nearest customers 
geographic location. 

The Applicant further argues that none of the three references describes a 
method in which a person obtaining a product, such as a contact lens, that requires 
prescription by a professional, can easily move from professional to professional while 
maintaining a consistent relationship with a dispenser of the product through the use of 
a portable recording medium. The Examiner answers that the Applicant is arguing about 
features that are not in the claims. Claim 17 recites "so the contact lens customer can 
select any contact lens prescriber, and change between any contact lens prescriber, 
having, access to one of the second group information processing apparatus and the 
communication network without changing the contact lens seller". The claims never 
mentioned the limitation that is needed to maintain a consistent relationship with a 
dispenser of the product, the claim recites that a customer has the option to select any 
contact lens prescriber without changing the contact lens seller. Also the specification 
does not mention the limitation that the purpose of the invention is to maintain a 
consistent relationship between a dispenser and a customer. The Applicant is arguing 
about features that are not sustained by the Applicant's claims and specification. 

The Applicant argues that the portable medical history record described by 
Eberhardt is only described with respect to physicians and like medical practitioners. 
The Applicant argues that while a user of the card might be able to move from physician 
to physician, amongst the physicians participating in the system, there is no description 
in Eberhardt of using the card to interact with sellers of goods, such as pharmacies. 
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The Examiner answers that the portable card in Eberhardt teaches "the patient 
may be prescribed pharmaceutical and/or tal<e over the counter medications or even 
use illicit drugs. This information is recorded in the drug or prescription segment of the 
SD's memory. The program provides means whereby the drug segment of the SD card 
is transmitted, via computer modem, to a CDF at no charge via a 800 telephone number 
or over a computer communication network. ..The CDF is thereby able to compile vast 
amounts of data daily about specifics drugs and to report the same to the 
pharmaceutical companies". Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that Eberhardt 
card would be used by pharmacies to read the users prescriptions. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 703-306- 
5933. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W STAMBER can be reached on 703-305-8469. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Lastra 
October 7, 2004 





